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UNITED STATES CIRCUIT COURT OF APPEALS

FOR THE NINTH CIRCUIT.

BUTTE CITY STREET RAILWAY
COMPANY,

Defendant and Appellant,

vs. > No. 148.

PACIFIC CABLE RAILWAY COM-
PANY,

Complainant and. Appellee.

BRIEF FOR APPELLANT.

This is an appeal from the iiiial decree of the United

States Circuit Court, for the District of jNEontana.

Statement of the Case.

Thesuit was broil f»ht for the alleged infringement of

V. S. Letters-Patent No. 304,8^>3, issued September

9th. 188-4:, to Henry Root, and the title to which was

6ub.sequently acquired by the appellee. The invention

as stated in the patent, is for an inij)rovement m rail-

way cars. The patent is to be found on page 117 of

the recoid.

'I'he court below found tiiat the j>atcnt was good and

valid, and that the defendant infringed, ancl entered



an interlocutory decM-ee, with ;in accounting, and upon

the filing of a stipulation (see page 144 of record) that

the parties had agreed on the measure of damages, a

final decree was entered (see page 146 of record) fi'om

which this ap])eal is taken.

The defendant l)elow contended that it had not in-

fringed the patent ; that the patent was anticipated,

and that the claim of the patent was for an aggrega-

tion of elements, and not for a legitimate combination.&'

Assignment of Errors.

The following is a copy of the assignment of errors,

which will be found on oage 149 of the record :

—

First. That the court below erred in findmg that

the claim of the Root patent in suit, 'No. 3{4,86o, was

a good and valid claim, and not for an aggregation of

elements.

Second. That the court below erred in holding that

the claim of the Root patent in suit was foi' a patent-

able combination.

Third. That the court below erred in finding that

the Root patent in suit was not anticipated by the

Godwin patent, issued January 17, 1873, ISTo. 140,033

and the Huntington & Carter patent, issued May 7th,

1872, No. 126,394, and the Patterson patent issued

September 25th, 1883, Xo. 285,507.

Fourth. That the court below erred in finding that

the defendant had infringed said Root patent in suit.

Fifth. That the coui't below erred in not dismissing

the bill of complaint.

'



Argument.

The Hrst and second assig-nments of errors may be

considered together.

The single claim of the patent in suit reads as follows :

" Tn a car, the combination of the knee-levers sus-

pended from the truck-frame, having their angles

united by a connecting-rod, V, the track-shoes sus-

pended from the lower ends of said levers parallel with

the track, the transverse shaft M, ccmnected to the

upper end of one paii" of the levers, the crank-arm 'N,

the connecting-rod (), and the operating-lever; sub-

stantially as described."

We contend that there is no legitimate combination

between the first three elements of the claim, to wit:

the knee-levers, the connecting-rod, V^, and the brake-

shoes, and the last four elements of the claim, to wit,

the shaft M, the ci"ank-arm I*^, the connecting-rod O,

an<1 the operating-lever, P.

For convenience we here give a cut of the complain-

ant's structure.

ROOT liTLVKE.



It si>eins [)erfe('tly evident that there is no co-

operation between the knee-levers or tog-g-le-levers,

when connected by the rod Y for operating the brake-

shoe and tlie particular mechanism comprising the

other four elements of the claim, by which these parts

are operated. They might be operated by any othei*

mechanism.

We will show, when we come to the question of

anticipation, that there was nothing new with Root

in the use of two toggles, connected by a rod, and

these parts being old, and whether they were old or

not, there seems to be no legitimate combination, and

therefore no invention in Root's combining with these

parts a particular mechanism, such as the last four ele-

ments of the claim, which do not operate to produce any

diffei'ent result than if some other form of mechanism

for transmitting action or power had been employed.

Root merely combined or associated the first three

elements of the claim with a form of mechanism for

imparting movement to these elements, and then

claimed in combination with the first three elements the

specific form of device for imparting movement to them,

the specific form for imparting movement which he

describes and claims not having any different effect

upon the fii'st three elements then if some other form

of mechanism had been employed.

We submit that this is an aggregation, pure and

simple ; see Reckendorfer v. Faber, 92 U. S. 373 ; Loom
Co. V. Higgins, 15 Blatch. 447, and Brinkerhoff v.

Aloe, 13 Supi-eme Court Reporter, 221.



In the latter case cited the patent was on a specuhim,

and the second claim of the patent, as stated in the

opinion of the conrt, was for an incline, in combi-

nation with a tube, slot and slide, and the court held

that this claim was void because each element of the

claim performed only its expected and usual function,

and was not in any way affected by any, or all, of the

other elements.

In this case the court said :

—

" A claim consistino- of a number of elements which

do not co-act to produce a new and useful result is a

mere aggregation and not a patentable combination.

'' Where several old elements are so combined as to

produce a better instrument than was formerly in use,

but each of the old elements does only what it formerly

did in the instrument for which it was borrowed, and

in the old way, held, that the combination is not a

patentable one."

In the very recent case of Adams y. Bellaire (de-

cided Kov. 16, 1891), 141 U. S. 539, the Snpreme

Court said :

—

Letters-patent No. 50,591, issued October 24, 1865,

to John II. Irwin foi- an improvement in lanterns,

whereby the metal top is secured to the wire guard-

frame by a hinge on one side and a spring-catch on the

other, are void for want of patentable invention, as the

alleged invention only consists of an aggregation of

old devices, without producing an\^ novel result.

In the case at bar, the toggle-levers with their con-

necting-bar Y perform their function independently of
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the i)articular means specified in the claim for operat-

in<»' them (see record, p. 35).

Tlie third assigmnent of error is that the conrt be-

low erred in not iinding- that the ])atent was antici})ated,

in view of earliei* patents.

' We snbmit that the only featni-e of the slightest

importance in complainant's patent, is the idea of nsing

a donble toggle for each brake-shoe, these toggles

being connected at their centers by a bar oi* rod V, so

as to get a parallel movement of the shoe. We snbmit

that any sj^stem of levers for operating such a device

is, at this late day, (jnite Avithin the range of mechan-

ical skill. Mechanics arrange levers, rods, cranks,

shafts and pivots to snit the case. It is done in the

work-shop every day and no one thinks for a moment

that he is making an invention.

We fnrther. submit that this double toggle arrange-

ment is a mere form of power, operating no differently

in a brake, than it would operate to move any other

object, and that if we can show that the double toggle,

connected by a bar or rod V, was old for imparting"

movement to produce ])ressnre, that then there is noth-

ing in this patent.

We are sustained in our view, that there is nothing

in the mechanism of the patent for moving the toggles,

by complainant's own witnesses.

Complainant's expert witness, Smyth, testifies on

page 90 of the record, as follows:

—

"x-Q. 30. Well, there is nothing new in the combina-

tion of elements there, is there, for instance the com-



bination between the arm P and the hnk O, as operated

upon 'N and the rocking shaft M ; that particular com-

bination as it appears there is used in other mechanical

contrivances, isn't itV A. Yes, sir.

x-Q. 31. Now, fi-oni that point down to the connec-

tion of the link with the upper part of the toggle

levers, R, Q, this practically applied the same

mechanical principle as is applied in the arm link and

rocking shaft, P, Q, MV A. Yes, sir.

x-Q. 32. Then, if I understand you, the practical

part of this invention is the second set of toggle levers

being united fii-st by the link V, which procures an

even pressure upon the whole length of the brake?

A. Yes, sii-; that is correct."

The witness then states that these toggles would be

inoperative without some means for removing them.

Of course they would. But our position is that if

there is no novelty in the means for moving the doul^Ie

toggles, and we can show that double toggles are old,

then there is nothing in the combination, so far as

invention is concerned, for there is no new result

produced.

It seems to us from what his Honor, Judge Knowles,

says in his opinion, that he failed to comprehend this

point.

Complainant's witness, Thomas, testified (see page

53 record ) :
—

" 31 Q. Are you familiar with the track brakes used

on the different cable roads in this cityV A. Well, I

am a little conversant with the track bi-akes used on

the California street.



82 Q. Is that track brake the same as this? A. It

has got only one toggle in place of two.

38 Q. That is, it has only one toggle instead of two

toggles to each brake-shoe? A. Yes, sir.

34: Q. How long has that ti'ack brake on the Cali-

fornia road been used? A. Since 1878, I think.** * * * **-x-**
39 Q. How was the toggle of the track brake of the

California street road moved to operate the brake? Is

it moved by a shaft? A. Yes, sir.

10 Q. How is the toggle connected to the shaft?

A. It is connected with a link, something similar to

this over here (referring to Root patent in suit).

41 Q. Was there a crank on the shaft similar to the

crank ]S^ of the Root patent? A. Yes, sir ; something

similar to it.

42 Q. Was there a rod similar to the rod O of the

Root patent? A. Yes, sir.

43 Q. As I understand, then, this track brake which

was put on the California sti-eet road in 1878, and which

has been in use on that road ever since is the same as

that shown in the Root patent in suit, except that it

only had one toggle instead of two connected by a link?

A. Yes, sir.

44 Q. Then if the toggle T, U and link Y shown in

Fig. 3 were omitted, the Root patent would then illus-

trate the track brake put in use on the California street

road in 1878, and which has been in use on that i-ail-

road ever since? A. Yes, but the toggle was hung
from the car body instead of from the truck."''

It was admitted by counsel for complainant (see page

54 record), that the California street road was built

in 1878.
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This testimony shows most conclusively that so far as

the Root patent is concerned, there is no originality in

the mechanism for imparting movement to the toggles.

Mr. Root went on the stand and testified that in the

California street road, the shaft M was connected to

the toggles at their pivot, and that a spring was used

instead of a weight, as shown in the Root patent, to

hold the shoe up off the track. Both of these features

are, we submit, entirely immaterial, for so long as the

shaft M, to which the toggles were connected, was

used in the California street brake, there would cer-

tainly be no invention in connecting the rod O to the

shaft, instead of connecting it to the pivot of the tog-

g-les, and so far as a spring being used in lieu of the

[jounter-balance weight, the weight is not a feature of

bhe claim of the patent, and there is no evidence that

bhe defendant is using a weight.

In addition to this testimony by complainant's own

witnesses, defendant's witness. Smith page 35 record),

testified that the first three elements of the combina-

tion of the claim constitute the brakes propei", the

last four elements of the combination are simply links

by which the power of the operator is t)'ansferi'ed to

the brake mechanism.

We submit that this clearly enough shows that

there is no novelty in the Root patent, so far as the

mechanism for transmitting motion to the toggles is

[concerned : and that it is only such an arrangement

of parts as any mechanic would apply is, we think,

self-evident.
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The patent of Godwin (see i)a<i:e 7o recoi-d) shows

that it was old to use two tog-gles connected by a

bar or rod, the tog-gles being connected at one end to

a fixed ol)ject, as in the Koot patcsnt in suit, and the

other end being connected to the object moved by the

toggles. In the Godwin case it is the platen of a.

baling press that is moved. In the Root device it is

the shoe of a l)rake mechanism that is moved, but this

seems to make no difference. If the device for im-

parting movement operates the same in either case,

there was certainly no invention in Root applying

Godwin''s mechanism to a car brake.

Some evidence Avas offered by the appellee (see page

65 record), to the effect that a double toggle, such

as appears in the Root patent, produces a parallel move-

ment of the brake-shoe. Considerable importance was

attached to this, owing to the fact that the appellant's

evidence (see record bottom page 101 ef seq. and the

four sheets of drawing inunediately preceding page

loo), shows that it was old to use a single toggle, but

whatever there may be in the double toggle affording

a parallel movement (which of course is the case), is

fully met by Godwin.

The courts have frequently held that where the

operation of the parts are the same, it is immaterial

w^hether the anticipating device was used for the same

purpose as the device of the patent, oi' not.

In the case of Blake v. San Francisco, 118 U. S.

682, the Supreme Court said :
—

•* When the public has acquired in any way the right
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) use a machine or device foi- a particular purpose

: has the right to use it for all the like pur])oses to

fhich it can be applied/'

* % 45- -X- * ^ ii -K- *

" If there is any qualification of this I'ule, it is that

• a new and different result is obtained by a new

pplication of aii invention, such new application may

e patented as an improvement on the original inven-

on ; but if the result claimed as new is the same in

haracter as the oi'iginal result, it rvill not he deemed

new result for this purpose/'

We submit that this decision fits the case at bar

xactly.

In its rebuttal testimony (page 67 record) the com-

lainant tried to attach some importance to the fact

lat in the Koot patent the rod O is connected to the

haft M, instead of to the })ivot of the toggle, as in

le brake on the Califoi-nia street road, and as shown

1 the Godwin patent referred to, giving as a reason

lat when the rod O is attached to the pivot of the

^ggle that there is a time during the movement of

lie toggle when the rod is pulling in the direction

i' the length of the toggle, power being thereby lost.

We think this is a fallacy. What difference does it

lake whether the rod O i)ulls in the direction of the

?ngth of the toggle arms, or in the direction of the

'ngth of til e cranh arm N of the Root patent? It has

ot to do one or the other, and it seems to us that it

as long as it is broad, which it does.

However, there is nothing new about attaching the
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power to the shaft on which the short arm of the tog-

gle is secured, for it is shown in Defendant's Exhibit

Huntington & Carter patent of 1872 (see page 76

record). We have had a small model made to illus-

trate this movement. The patent shows the short arm

of the toggle formed in one part with the moving

lever, but of coiu-se it is only a mechanical equivalent

to have these parts separate and rigidly secure them to

the shaft which suppoi-ts them.

Counsel for the appellee argued below that it was

sought to anticipate the patent by a practice which had

been condemned by the courts, that is the practice of

anticipating a claim by finding some of the elements in

a certain earlier patent, and the remainder of the ele-

ments in another earlier patent, and he cited several

authorities in support of this proposition. He need

hardly have gone to the ti"ouble. It is fundamental

law that a combination claim, inhere the elements unite

hi accomplishing a new result^ cannot be anticipated

by finding one element here, and another there. Any
good combination claim would be defeated if this were

the law, but it is equally true that where the elements

of the combination perform only their old functions,

that such a claim is void, notwithstanding all of the

elements are not found in any one prior patent or

device.

The record shows in this case that Godwin had

Root's toggles connected by a bar or rod. To these

toggles Root added the old device used on the Cali-

fornia Street Road for operating the toggles. Of
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ourse putting- tliese various elements together, he has

, combination which is not found in any one earlier

ievice. but the toggles in his device [)erform the same

unction that they did in tlie Godwin device, and the

iperating means ])ert'<)rm the same function as they

[id in the California street device.

We submit that it is not good law to say that all of

hese elements have to be found in one earlier struc-

ure, and that there was invention in Root taking

Godwin's toggles and combining with them the Cali-

ornia street rock-shaft, crank, rod and lever.

In the case of Reckendorfer v. Faber, s.ujrra, the

latentee made a new coml)ination, but the court said

hat the rnbbei- tip did not act any differently when

lounted on a lead-pencil than what it did when

[lounted on any other stick, and the pencil did not act

ny differently with the i)resence of the rubber tip than

t^hat it would if the rubber ti}) wei'c absent.

Also in the case of Loom Co. v. Higgins, supra, the

ourt held that a machine might combine to produce a

esnlt, and not constitute a patentable combination,

lut be merelv an aii'gregalion.

In the case of Adams r. Bellaire, .szt^j?^^, the Supreme

^ourt said when the question of the patentability of an

tivention which is merely a new aggregation of old

lements, is submitted to a jury, it is pro})er to refuse

n instruction that, before the jKitent can be held in-

alid by reason of a ])rior patent, it is not sufficient to

ind one of the elements in ojie patent, a second in

iiother, rind a third in another.
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111 the ca.se at l)ar it waw not necessary for tlie apj)el-

laiit to sliow that Koot's toggles, with the connecting-

bar, liad heeii associated with tlie other elements of

the claim. It showed that the toggles, with the con-

necting bar, were old, and in view of the fact that

these parts did not act any differently when coml)ined

with the other elements of the claim, the claim does

not come under the decisions holding that a combina-

tion of elements, each acting on the other to prodnce

a new result, cannot be anticipated by finding some

of the elements in one earlier device, and the

remainder in another earlier device.

As an example, suppose, for instance, a pc^rson were

to interpose, say three pair of shafts and cranks

between the shaft M of the Root ])atent and the oper-

ating lever P, it would seem preposterous to sa}^ that

by doing so he would make a patentable invention, yet

no one could doubt that this claim, including these

additional elements, would not find all of its elements

in the Koot patent.

It would be just as philosophical, however, to argue

that Root did not anticipate such a claim because he

does not contain all of the elements of the claim, as

it is to argue that Crodwin does not anticipate Root

because his patent does not contain the particulai' old

mechanism found in the Root patent for operating the

toggles.

The fourth assignment of error is that the court

below erred in finding that the defendant had infringed

the Root patent.
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A cut of the defendant's brake is to befonnd follow-

ing page 132 of the record and a description of it is to

be found on i)ag*e 36 of the record.

The court will observe that in the complainant's

device each bi'ake-shoe is susjjended by a double toggle,

R Q, representing one of the toggles, and T, U, the

other toggle. These toggles ai'c connected at their

centers l)y a rod oi bar V . The ai'm Q of one of the

too'jiles is mounted on a shaft M, which extends across

the car to operate a similar arrangement of i)arts on

the other side of the car. On the shaft M is a crank

N, which is connected to the operating lever P l)y a

rod O. This is the construction which is specifically

embraced In' the claim of the patent.

We here <iive a cut of the defendant's l)rake.

—
Zd:^

defendant's brake.
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In the defendant's device, the hrake-shoes are sus-

pended by means of double toggles connected at their

centers by means of a bar or rod V practically the same

as in the complainant's patent, but the arm Q of the

toggle is not connected to the shaft M, as shown and

claimed in the patent, in any true sense of the word;

it is pivoted to a fixed object, and is extended beyond

its pivot, the extension being connected by a rod to a

crank extending downward from a shaft lettered M.

The shaft Mhas also an upwardly extending crank N,

which is connected by a rod O to the operating lever

P.

The difference between the defendant's brake and

that of complainant's patent is very clearly pointed out

by defendant's expert. Smith, in his testimony, page

37 record.

The fifth assignment of errors is general, and in-

cludes the state of the art as disclosed by the testimony

of several witnesses concerning the California street

brake, and general use of the levers, rods, cranks and

and rock-shafts for transmitting motion.

Kespectfully submitted,

WAEREN OLNEY,
GEO. H. KNIGHT,

Solicitors for Appellant.

October, 1893.


